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AS a ^averse, it is noted ftat fl,e MPEP lists two criteria for a proper restncon 
^uirenrent. Pirst, the inventions mt^t irrdependertt or distinct. MPEP 5 803. Second, 
searching the additional invenUons ntust constitute an undue burden on the exammer rf 
r Lilsnotreouired. T.e MPEP directs the examiner to search and exan>rne an entrre 
;;a.ionniir.hesea.hande— ofanentireapplicationcturhernadew^^^^^^ 

burden. ...even though it includes claims to distinct or independent inventtons. H 

The Offce Action fails to show how searching GK,ups 1. 1, and III would present any 

undue or serious burden upon the Examiner. 

For instanccasearchof the polypeptides of Group.wiU likely also enco^passasearch 

of the polynucleotides of Group ... Moreover, a search of Group . will likely encompass a 
I!:hofLGroup,..a„«bodies.especiMly because the Group ...antiM^^^^ 

Ac!lC*«e is no undue or serious burden on the Exanriner in searching and 
examining all of Groups I. .. and ... together in this one application (or a. the very leas, 
searching and examining Groups , and II. together in dris application). 

l!addi.ion,itisnotedthatunder*ePCTRu,es.Gr„ups,andIIhaveUmtyof,nven.,on^ 

MO,, in particular. Example n of Anr^exB Part 2 of the PCT Administrative Insm,ct,ons| g 
(Appendix Alofthe MPEP) provides: «3 |^ 

Claim 1: Protein X v ^^S 

Claim 2: DNA sequence encodmg protem a. ^ 
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Expression of the DNA sequence in a host results m the 
pSluction of aprotein which is determmed by the DNA 
sequence The protein and the DNA sequence exhibit 
colsponding special technical features. Unity between 
claims 1 and 2 is accepted. 
Accordingly, as there is Unity of Invention between Groups I and II. *ere should be no 
,.due„rseriousburdenhrexami„ingUtemtoged.erin.hisapplicati„„.Therefo..resmc..on 

between Groups , and II is improper because the criteria for restriction have not een met. 
instance, as evidenced by .here being Unity oflnvention between Groups I ^d I . 

And. as mentioned above the criteria for restriction between Groups I and III have not 
been met because dtere is no undue or serious burden in examining those claims togedrer as U>e 
Group III antibodies are elicited by flte Group I polypeptides and dre search of Group I wdl 
encompass the Group III antibodies. 
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divisional applications is greatly reduced. Thts is yet a turm 

'''"tLlythepublicsuffersanunfairb»denas.heywil.notlcnowwhe.h^^ 

^pp,icir«ediLion.applieationstothe,.n,aininssu,ectn,at.er.^M^^^^^^^ 
2tln„t..owif.hcycanpractice,here.„ainins,non-electedanven„onsw,*o^^^^^ 

rr,ing«urepa,en.s.T.ns>epubUc suffers asaresnl.oftherestr.c,.onre,— 
inmnging lulu ^ „ tu^ PTO to search and examine three (3) 

The restriction requirement also calls upon the PTO to search ^ 
paten, applications, even though there is Unity of Invention i^tween Group I and ,1 and the 
:I7Group.wil.enco,npasstheGroupnandn,subJec.n,a.ter,i.e.,therestnc.,on 

:in,entca«supo„.hePTOtododuplicatewor..a«asteofvaluableg„vemn,ent 

~;eresourcesofApplicantsand.hePTOwo„,dbebetterutilizedifallthree0.u^^^^ 
...hedandexantined in«s application: Applicantswouldnotbefor^dtoprosecutehr. (3) 
searched an 

.lso>epublic.ouldbebe„.s.edif.l^O, 

--::T:rvi::;::r 

..draror:tthevery,eastreforn.tdatedsuchthatat,eas.one„fOroupsn.a 
searchedandexan,medwithGroupUa„d.suchrclicfisrespcctMlyre,uesed. 

maddition earlyandfavorableeKantinationonthen-eritsiseamestlysohctted 
:srsid,itisnotedthatApplicantsf,ledaclain,ofpriorityandce^^^^ 

. w ,he Office Action fails to acknowledge receipt of these documents. 

the priority documents are also respectfully requested. 
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Also, the Examiner is invited to telephonically contact the undersigned for a telephonic 
interview to advance prosecution; e.g., if prior to a first Office Action issuing the Examiner 
recognizes allowable subject matter and wishes to telephonically discuss such subject matter. 

Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 




THOMAS J. KOWALSKI, Reg. No. 32,147 
Tel (212) 588-0800; Fax (212) 588-0500 
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